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DETAILED ACTION 

1 . Claims 12 and 13 are withdrawn from consideration as they are drawn to a non- 
elected invention. 

2. Please not that "thiazoladinedione" as in claim 4 is understood by the examiner 
to be "thiazolidinedione". 

3. No claim is allowed at this time. 

Response to Remarks Filed on 27 October 2006 

4. In an office action mailed on 25 August 2006, examiner restricted between two 
groups of inventions. Group I, claims 1-11, is drawn to a method of increasing insulin 
sensitivity, and Group II, claims 12 and 13, is drawn to a method of identifying an agent 
that can increase insulin sensitivity. Applicant's arguments filed 27 October 2006 have 
been fully considered but they are not found persuasive. Applicant's argument that the 
invention of Group II is related to the invention of Group I, in that they are capable of 
use together is not found persuasive. The invention of Group II potentially involves 
libraries of species that are screened for a particular property; however, the libraries 
cannot be used in conjunction with the invention of Group I. The invention of Group I 
can only be used with the particular species deemed efficacious towards increasing 
insulin sensitivity. Also, the invention of Group II is conducted in vitro, whereas, the 
invention of Group I is conducted in vivo, and they are therefore not capable of use 
together. 



Application/Control Number: 10/620,404 Page 3 

Art Unit: 1616 

5. Applicant's argument that the invention of Group I and II have similar effects in 
that they both end in an increase in insulin sensitivity is also not found persuasive. The 
invention of Group II is a method of screening libraries of compounds, the majority of 
which will most likely not result in an increase in insulin sensitivity. The invention of 
Group I is an in vivo method of increasing insulin sensitivity where the drug has been 
proven to increase insulin sensitivity in the subject. 

6. Applicant's argument that the inventions of Groups I and II can be searched 
together without serious burden is also not found persuasive. The two inventions 
require different classification searches and therefore require undue burden on the 
examiner. 

7. For the reasons stated in the office action sent on 25 August 2006, the restriction 
requirement is made FINAL. 



Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claims 1-5 and 7-10 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 -9 of copending 
Application No. 10/094,841. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the instant application is drawn to a 
method of increasing insulin sensitivity in a human or non-human subject through 
reducing stearoyl-CoA desaturase 1 (SCD1) activity by inhibiting the enzymatic activity 
of SCD1 . The claims of application '841 are drawn toward a method of controlling body 
fat in a human or non-human subject through reducing SCD1 activity by inhibiting the 
enzymatic activity of SCD1. The two methods comprise identical steps, and therefore 
the resulting effect is inherent in the method. Therefore, the instant claims are obvious 
over the claims of '841. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

10. Claims 1, 8 and 9 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 48 of copending 
Application No. 11/195,561. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the instant claims are drawn to a 
method of increasing insulin sensitivity in a human or non-human subject by inhibiting 
the enzymatic activity of SCD1 through administering an SCD1 inhibitor. Claim 48 of 
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application '561 is drawn to a method for treating diabetes and insulin resistance in an 
individual comprising the step of administering to that individual an inhibitor of an SCD1 
protein expression or activity. Both applications are drawn to administering an inhibitor 
of SCD1 activity for the purpose of treating insulin resistance/increasing insulin 
sensitivity. Therefore the instant claims are obvious over claim 48 of '561 . 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections -35 USC §112 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

12. Claims 1 and 7-1 1 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

13. The instant claims are drawn to a method of increasing insulin sensitivity in a 
human or non-human subject by reducing SCD1 activity in the subject through 
administering an antisense oligonucleotide for SCD1 or an SCD1 inhibitor such as an 
SCD1 antibody or by inhbiting cytochrome b 5 , NADH-cytochrome b 5 reductase, or 
terminal cyanide-sensitive desaturase. The specification discusses in great detail 
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various assays that could be used to identify potential compounds that reduce SCD1 
activity, but does not provide guidance as to which compounds should be screened. At 
best, it simply indicates that one should run tests on a wide spectrum of compounds in 
the hope that at least one of them will work. The applicant states, "virtually any number 
of chemical extracts or compounds can be screened using the exemplary methods 
described". "Examples of such extracts or compounds include... plant-, fungal-, 
prokaryotic-, or animal-based extracts, fermentation broths, and synthetic compounds, - 
as well as modification of existing compounds" (see page 21, paragraph 83). The 
applicant further states that "the agent(s) contemplated by the present disclosure 
includes agents of any size or chemical character, either large or small molecules, 
including proteins, such as antibodies, nucleic acids, either RNA or DNA, and small 
chemical structures, such as small organic molecules" (see specification page 22, 
paragraph 85). However, the specification does not direct a person skilled in the art 
which compounds have the desired characteristic of reducing SCD1 activity. See 
Univeristy of Rochester v. G.D. Searle & Co., 68 USPQ2d 1424 (W.D.N.Y. 2003). 
Therefore, the instant claims and the specification contain no information by which a 
person of ordinary skill in the art would understand that the inventors possessed the 
claimed invention. 

14. Claims 1 and 7-11 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

15. Attention is directed to In re Wands, 8 USPQ2d 1400 (CAFC 1988) at 1404 
where the court set forth the eight factors to consider when assessing if a disclosure 
would have required undue experimentation. Citing Ex parte Forman, 230 USPQ 546 
(BdApIs 1986) at 547 the court recited eight factors: 

1 ) the nature of the invention 

2) the state of the prior art 

3) the relative skill of those in the art 

4) the predictability of the art 

5) the breadth of the claims 

6) the amount of direction or guidance provided 

7) the presence or absence of working examples 

8) the quantity of experimentation necessary 

16. The instant specification fails to provide guidance that would allow the skilled 
artisan to practice the instant invention without resorting to undue experimentation, as 
discussed in the subsections set forth herein below. 

The nature of the invention 

17. The claimed invention relates to a method of increasing insulin sensitivity in a 
human or non-human subject by reducing SCD1 activity in the subject. Reduced SCD1 
activity in the subject is claimed to result from reduced SCD1 protein level by 
administering an antisense oligonucleotide for SCD1, inhibition of SCD1 enzymatic 
activity by administering an SCD1 antibody, as well as inhibition of cytochrome bs, 
NADH-cytochrome bs reductase, or terminal cyanide-sensitive desaturase. 
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The state of the prior art 

18. SCD1 is well known in the art as a microsomal enzyme that catalyzes the 
synthesis of monoun saturated fatty acids by introducing the cis double bond in the 
delta-9 position of palmitoyl-CoA and stearoyl-CoA. These monounsatu rated fatty acids 
are used as substrates for the synthesis of triglycerides, wax esters, cholesteryl esters 
and membrane phospholipids. 

The predictability of the art 

19. Methods of reducing enzymatic activity in vivo are very difficult to predict. 
Multiple screening methods are employed to determine which compounds from a library 
of possibilities have the desired reduction of enzymatic activity in vitro. The compounds 
are then screened for efficacy in vivo, without undesired side effects. Therefore, 
considerable experimentation is required to determine an agents efficacy toward a 
defined enzymatic activity in a desired host. 

The breadth of the claims 

20. The instant claims are very broad. The claims are drawn to a method of 
increasing insulin sensitivity by administering an antisense oligonucleotide, an inhibitor 
of SCD1 such as an SCD1 antibody, or an inhibitor of cytochrome bs, NADH- 
cytochrome b 5 reductase, or terminal cyanide-sensitive desaturase. The term antisense 
oligonucleotide is generic and encompasses a number of oligonucleotides of varying 
lengths and sequence. Similarly, an SCD1 antibody encompasses any antibody that is 
specific to SCD1. Lastly, an inhibitor of cytochrome b 5l NADH-cytochrome bs 
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reductase, or terminal cyanide-sensitive desaturase can encompass a plethora of 
species. 

The amount of direction or guidance provided 

21. The specification does not provide a person of ordinary skill in the art with 
sufficient direction or guidance to practice the claimed invention. The specification does 
describe how to conduct assays "for identifying agents that inhibit SCD1 expression or 
enzymatic activity" (see specification pages 10 and 11, paragraph 38). The 
specification also describes how to deliver the compounds identified from the 
aforementioned assays (pages 22 and 23, paragraphs 89 and 90). However, there is 
no guidance as to how to determine which compounds to screen with the expectation of 
success. 

The quantity of experimentation necessary 

22. To practice the claimed invention, a person of ordinary skill in the art would have 
to engage in undue experimentation, with no assurance of success. The invention 
essentially calls for the use of trial and error to attempt to find a compound that will 
increasing insulin sensitivity in a human or non-human subject by reducing SCD1 
activity in the subject. As disclosed by the applicant, "virtually any number of chemical 
extracts or compounds can be screened using the exemplary methods described". 
"Examples of such extracts or compounds include... plant-, fungal-, prokaryotic-, or 
animal-based extracts, fermentation broths, and synthetic compounds, as well as 
modification of existing compounds" (see page 21, paragraph 83). The applicant further 
states that "the agent(s) contemplated by the present disclosure includes agents of any 
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size or chemical character, either large or small molecules, including proteins, such as 
antibodies, nucleic acids, either RNA or DNA, and small chemical structures, such as 
small organic molecules" (see specification page 22, paragraph 85). Therefore, undue 
experimentation on the part of one skilled in the art would be required to determine 
which compounds to screen with an expectation of success. 

23. Therefore, for the aforementioned reasons, the applicant is not enabled for 
increasing insulin sensitivity through administering an antisense oligonucleotide for 
SCD1, an SCD1 antibody, or an inhibitor of cytochrome bs, NADH-cytochrome b 5 
reductase, or terminal cyanide-sensitive desaturase. 

24. Claims 1-4 are rejected under 35 U.S. C. 112, first paragraph, because the 
specification, while being enabling for BRL49653, pioglitazone, ciglitazone, englitazone, 
and troglitazone, does not reasonably provide enablement for thiazolidinedione 
compounds. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make or use the invention 
commensurate in scope with these claims. 

25. Attention is again directed to In re Wands, 8 USPQ2d 1400 (CAFC 1988) at 1404 
where the court set forth the eight factors to consider when assessing if a disclosure 
would have required undue experimentation. 

26. The instant specification fails to provide guidance that would allow the skilled 
artisan to practice the instant invention without resorting to undue experimentation, as 
discussed in the subsections set forth herein below. 
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The nature of the invention 

27. The claimed invention relates to a method of increasing insulin sensitivity in a 
human or non-human subject by reducing SCD1 activity in the subject. Reduced SCD1 
activity in the subject is claimed to result from reduced SCD1 protein level by inhibiting 
SCD1 gene transcription through administering a thiazolidinedione compound or a 
polysaturated fatty acid. 

The state of the prior art 

28. SCD1 is well known in the art as a microsomal enzyme that catalyzes the 
synthesis of monounsaturated fatty acids by introducing the cis double bond in the 
delta-9 position of palmitoyl-CoA and stearoyl-CoA. These monounsaturated fatty acids 
are used as substrates for the synthesis of triglycerides, wax esters, cholesteryl esters 
and membrane phospholipids. 

The breadth of the claims 

29. The instant claims are very broad. The claims are directed to a method of 
administering a thiazolidinedione compound or a polysaturated fatty acid. A 
thiazolidinedione compound is any compound that has a thiazolidin-2,4-dione ring 
structure as part of the molecule, and therefore encompasses a vast number of possible 
species. Likewise, a polysaturated fatty acid is any compound that contains a 
polysaturated lipid-carboxylic acid chain, and therefore also encompasses a vast 
number of possible species. 
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The amount of direction or guidance provided 

30. The applicant does not provide any direction or guidance with respect to 
determining which species are defined by the terms thiazolidinedione compound and 
polysaturated fatty acid. The specification does list some thiazolidinedione compounds, 
such as BRL49653, pioglitazone, ciglitazone, englitazone, and troglitazone. However, 
the instant claims are in no way limited to these examples. Unfortunately, the 
specification does not provide any examples of polysaturated fatty acids, nor any 
guidance to determine which species are incorporated in its definition. 

The quantity of experimentation necessary 

31. To practice the claimed invention, a person of ordinary skill in the art would have 
to engage in undue experimentation, with no assurance of success. The instant claims 
are drawn to numerous species, of which determining the efficacy would require 
extensive experimental experimentation. 

32. Therefore, for the aforementioned reasons, the applicant, while being enable for 
BRL49653, pioglitazone, ciglitazone, englitazone, and troglitazone, does not reasonably 
provide enablement for administering an agent selected from a thiazolidinedione 
compound and a polysaturated fatty acid. 

33. Claim 11 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 
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34. The instant claim is drawn to a method of increasing insulin sensitivity by 
inhibiting cytochrome b 5 , NADH-cytochrome b 5 reductase or terminal cyanide-sensitive 
desaturase. However, the specification does not teach a person skilled in the art how to 
inhibit any of the above-mentioned proteins, nor does the specification teach whether an 
inhibitor of these proteins would increase insulin sensitivity in the subject. The 
specification states SCD activity depends upon the formation of a stable complex 
between the three components (page 10, paragraph 36), but the specification does not 
teach one skilled in the art how to determine what compounds are effective inhibitors of 
the above-mentioned proteins. The specification also fails to show that inhibition of one 
of the said proteins will reduce SCD1 and lead to increased insulin sensitivity. 

35. Claim 4 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Administering a polysaturated fatty acid to increase insulin 
sensitivity, as in claim 4, is not disclosed in the specification. The specification does 
however disclose polyunsaturated fatty acids as transcription inhibitory agents to 
inhibit the synthesis of SCD 1 protein (specification page 8, paragraph 28). Therefore, 
one of ordinary skill in the art would not be able to reproduce the invention as disclosed 
in claim 4. 
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36. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

37. Claims 1-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

38. The recitation of "reducing SCD1 activity... sufficiently to increase insulin 
sensitivity" in claim 1 is not clearly defined by the claims or the specification. It is 
unclear as to what extent the SCD1 activity must be reduced to be sufficient to increase 
insulin sensitivity. The claim implies that there is a lower limit to reducing SCD1 activity 
that is necessary in order to increase insulin sensitivity. However, the specification 
merely recites a necessity for the level of SCD1 activity in a human or -non-human 
subject be lowered (page 7, paragraph 24). The specification does not address to what 
extent the SCD1 activity must be reduced to achieve an increase in insulin sensitivity. 
Therefore, in light of the specification, the recitation reducing SCD1 activity sufficiently 
to increase insulin sensitivity in claim 1 is indefinite. 

39. Claims 1-3, 8 and 11 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential steps, such omission amounting to lack of an 
active ingredient or an active step. See MPEP § 2172.01. The instant claims fail to set 
forth an active ingredient and an active step for achieving the desired purpose. 

40. The instant claims are drawn to a method of increasing insulin sensitivity in a 
human or non-human subject by reducing SCD1 activity in the subject. However, the 
instant claims fail to provide an active ingredient and an active step that performs said 
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method. The instant claims do no more than describe the desired function of the 
compound called for, and contain no information by which a person of ordinary skill in 
the art would understand that the inventors possessed the claimed invention. 

41. Claim 6 recites the limitation "polyunsaturated fatty acid" in the first line of the 
claim. There is insufficient antecedent basis for this limitation in the claim. Claim 6 is 
dependent from claim 4, which recites the limitation polysaturated fatty acid. 

42. Claim 7 recites the limitation "SCD1 protein level is reduced" in the first line of the 
claim. There is insufficient antecedent basis for this limitation in the claim. Claim 7 is 
dependent from claim 1, which recites "reducing SCD1 activity", but does not limit this 
reduction in activity to a reduction in SCD1 protein level. 

43. Claim 1 1 recites the limitation "the inhibitor" in the first line of the claim. There is 
insufficient antecedent basis for this limitation in the claim. Claim 1 1 is dependent from 
claim 8, which recites "reducing SCD1 activity is accomplished by inhibiting the 
enzymatic activity of SCD1", but does not recite the use of an inhibitor, as is seen in 
claim 9. 

Claim Rejections - 35 (JSC § 102 

44. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

45. Claims 1-5 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lehmann et al. (J. Biol. Chem., 1995). 

46. The instant claims are drawn to a method of increasing insulin activity in a human 
or non-human by administering a thiazolidinedione compound selected from the group 
consisting of BRL49653, pioglitazone, ciglitazone, englitazone and troglitazone. 
Lehmann et al. teach thiazolidinedione derivatives are antidiabetic agents that increase 
the insulin sensitivity of target tissues in animal models (abstract and page 12953, right 
column, lines 29-32). Lehmann et al. further teach the thiazolidinedione compounds 
BRL49653, pioglitazone, ciglitazone, and englitazone fall within a class of structurally 
related antidiabetic agents (page 12954, left column, lines 66-68, and Fig. 1C). 
Through administering the thiazolidinedione compounds in an effort to treat diabetes, 
Lehmann et al. are inherently increasing insulin sensitivity by inhibiting the transcription 
of the SCD1 gene, and Lehmann et al. are also inherently inhibiting the protein 
cytochrome b 5 , NADH-cytochrome b 5 reductase, or terminal cyanide-sensitive 
desaturase. Therefore, for the foregoing reasons, Lehmann et al. anticipate all the 
limitations of the instant claims. 

47. Claims 1-4, 6 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ntambi et al. (Biochemical and Biophysical Research Communications, 1996). 
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48. The instant claims are drawn to a method of increasing insulin activity in a human 
or non-human by administering a polyunsaturated fatty acid selected from the group 
consisting of dodecahexaenoic acid and arachidonic acid. Ntambi et al. teach the 
insulin-stimulated expression of SCD1 mRNA was significantly blunted when the 
induction medium was supplemented with linolenic acid and arachidonic acid (abstract). 
Ntambi et al. further teach supplementing with linolenic acid and arachidonic acid 
repressed induction of SCD1 mRNA by 85% and >90% respectively (page 992, lines 
10-11 of the first full paragraph). Ntambi et al. have shown that polyunsaturated fatty 
acids, including arachidonic acid, inhibit SCD1 gene transcription (page 991 , lines 9-11). 
Because Ntambi et al. have shown arachidonic acid inhibits SCD1 gene transcription, 
arachidonic acid inherently increases insulin sensitivity. Through inhibiting the 
transcription of the SCD1 gene with linolenic acid or arachidonic acid, Ntambi et al. are 
inherently inhibiting the protein cytochrome bs, NADH-cytochrome b$ reductase, or 
terminal cyanide-sensitive desaturase. Therefore, for the foregoing reasons, Ntambi et 
al. anticipate all the limitations of the instant claims. x 

49. Claims 1, 7 and 11 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Crooke etal. (US 7,132,529). 

50. The instant claims are drawn to a method of increasing insulin sensitivity through 
administering an antisense oligonucleotide for SCD1. Crooke et al. disclose a method 
of inhibiting the expression of human SCD comprising contacting the cells or tissues in 
vitro with an antisense oligonucleotide (claim 10). Crooke et al. further disclose 
antisense oligonucleotides as capable of modulating the expression of SCD (col. 3, 
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lines 24-39), which has been implicated in various diseases including diabetes (col. 2, 
lines 1-5). As a result of the antisense oligonucleotide of Crooke et al. inhibiting the 
expression of SCD, the antisense oligonucleotide inherently increases insulin sensitivity 
by reducing SCD protein level. Through inhibiting the expression of SCD1 with an 
antisense oligonucleotide, Crooke et al. are inherently inhibiting the protein cytochrome 
b 5 , NADH-cytochrome bs reductase, or terminal cyanide-sensitive desaturase. 
Therefore, for the foregoing reasons, Crooke et al. anticipate all the limitations of the 
instant claims. 

51. Claims 1-5, 7-11 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ntambi et al. (US 2003/0064950 Al ). 

52. The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1,132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .1 31 . 

53. The instant claims are drawn toward a method of increasing insulin sensitivity in 
a human or non-human subject through reducing SCD1 activity (claim 1), which is 
accomplished by administering a thiazolidinedione compound or a polysaturated fatty 
acid, an antisense oligonucleotide, or an antibody. Ntambi et al. disclose a method for 
controlling body fat in a human or non-human subject through reducing SCD1 activity, 
wherein reducing SCD1 activity is accomplished by administering a thiazolidinedione 
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compound or a polysatu rated fatty acid (claim 4), an antisense oligonucleotide (claim 6), 
or an antibody (claim 9). The steps in the method are identical with the instant claims, 
except, the intended result is different. However, in an attempt to control body fat 
through reducing SCD1 activity, one is inherently increasingly insulin sensitivity in the 
subject. Therefore, for the foregoing reasons, Ntambi et al. anticipate all the limitations 
of the instant claims. 

54. Claims 1 and 8-11 rejected under 35 U.S.C. 102(e) as being anticipated by 
Hayden et al. (US 2003/01 57552 A1 ). 

55. The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

56. The instant claims are drawn to a method of increasing insulin sensitivity through 
administering an SCD1 antibody. Hayden et al. disclose a method of treating diabetes 
or insulin resistance through administering an inhibitor of an SCD1 protein expression or 
activity (claim 48). Through treating insulin resistance, Hayden et al. are increasing 
insulin sensitivity. Also, through inhibiting SCD1 protein activity, Hayden et al. are 
inherently inhibiting one of the proteins cytochrome b 5 , NADH-cytochrome b 5 reductase, 
or terminal cyanide-sensitive desaturase. Therefore, for the foregoing reasons, Hayden 
et al. anticipate all the limitations of the instant claims. 
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